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that portion of the base adjacent each maanet is recessed inwardly 
relative to the adjacent side and end of the sign. 

25. (New) The advertising sign recited in Claim 24 where in each maanet is 
dimensioned so that an upper side of each magnet is recessed toward the base relative 
to the portions of the adjacent side and adjacent end of the sian. and an opposing 
bottom magnet side extends below portions of the adjacent side and a djacent end. 

REMARKS 

Claims 1-18 remain in the case. These claims have been rejected on various 
grounds which are addressed in greater detail below. Additionally, new Claims 19-25 
are added in this amendment. Reconsideration of the Examiner's grounds for rejection 
is respectfully requested in view of the following points, the attached evidence and the 
cited authorities. 

I. THE ^^AUTOANGLE SIGN WITH MAGNETS'^ IS NOT PRIOR ART 

In rejecting Claims 1-18, the Examiner relies upon a so-called "AutoAngle sign 
with magnets" described in the Cassel declaration at paragraphs 6-12; this purported 
prior art is relied upon either as a principal reference (rejections at pages 9-11 of the 
Office Action) or as a secondary reference (rejections at pages 7 and 8). The Examiner 
thus apparently reads the Cassel declaration at paragraphs 6-12 as suggesting that Mr. 
Cassel's company. Auto Sox U.S.A., Inc., was manufacturing and selling to the public 
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its ''Auto Angle sign with magnets" earlier than Applicant's June 1993 filing date or even 

prior to Applicant's proven conception date in 1992.^ 

Applicant is involved in litigation in the United States District Court for the l^iddle 

District of Florida, Orlando Division, asserting that Mr. Cassel's company. Auto Sox, 

U.S.A., Inc., has infringed the '100 patent. During the course of that litigation. 

Applicant propounded certain interrogatories to Auto Sox U.S.A., Inc., including an 

interrogatory No. 10. A copy of the cover page, interrogatory 10 and the verification 

executed by a Mr. Sam Cassel, the Vice President of Auto Sox U.S.A., Inc., is set out 

at Exhibit 3. Interrogatory No. 10 asl<ed Auto Sox U.S.A., Inc. to state the factual 

basis and identify the evidence supporting a claim of laches. In response, Auto Sox 

U.S.A., Inc. gave the following answer: 

The Plaintiff has been co-existing on a business level 
for many years with the Defendant. Over the past several 
years, the Defendant (sic: Plaintiff) has witnessed the 
Defendant's products displayed at the various trade 
association conventions. Although Plaintiff has known 
that the Defendant has been selling magnetic car-top 
delivery signs since 1994, and Plaintiff patent issued in 
1998, the Plaintiff waited until 2001 to bring a cause of 
action for infringement. (Emphasis added). 

Thus, there is a clear inconsistency between this answer to interrogatory No. 
10— given under oath by Mr. Sam Cassel~and the declaration of Tracy Cassel at 
paragraphs 6-12 of his declaration. It is of course possible that Tracy Cassel did not 
intend to imply that his company was manufacturing and offering for sale a magnet- 
mounted rooftop sign any time prior to 1994; when read carefully, the statements in 


^During the prosecution of the '100 patent, Applicant proved a conception 
date at least as eariy as August 1992. A copy of Applicant's original and 
supplemental affidavits filed in the original application are appended as Composite 
Exhibit 2. 
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paragraphs 6-12 of the Tracy Cassel declaration are certainly not a model of clarity on 
that point. 

So the question arises, when did Auto Sox U.S.A., Inc. begin to offer magnet- 
mounted rooftop signs to the public? This question is answered in the accompanying 
affidavit of Timothy J. Lynch, appended as Exhibit 4. 

Mr. Lynch has been employed by HTH, Inc., the exclusive licensee of the *100 
patent, since 1987. In his activities, Mr. Lynch has collected the advertisements of 
Auto Sox U.S.A., Inc. during the relevant time periods referenced In the Cassel 
declaration; copies of those advertisements are appended as Exhibits A-Q to Mr. 
Lynch's affidavit. Mr. Lynch's affidavit clearly establishes that there is not a single 
reference to a magnet-mounted rooftop sign in any Auto Sox U.S.A., Inc. 
advertisement until 1994~a date entirely consistent with the Sam Cassel answer to 
interrogatory No. 10 and entirely inconsistent with the Tracy Cassel declaration 
submitted with the Protest. 

In summary. Applicant respectfully submits that the Tracy Cassel declaration 
does not unequivocally demonstrate that the '^AutoAngle sign with magnets" was in 
public use or being offered for sale prior to Applicant's filing date. Accordingly, this 
alleged "AutoAngle sign with magnets" is not available as a teaching reference. 

II. THE DECLARATION OF JOHN NELLESSEN 

In his declaration, Mr. Nellessen contends that the magnet described in the '100 
patent is ''nothing more than the description of a stock catalog order RB-80 magnet 
that (Applicant) did not invent" (quoting from paragraph 10 of the Nellessen 
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declaration). However, Applicant does not contend that he invented a magnet; what 

Applicant did Invent is a rooftop sign having a pivotal magnet system achieved by 

uslno, inter alia , the combination of a flexible sleeve 130, a bevel-headed fastener 128 

and a magnet assembly 126 which comprises - 

...a coated metal housing 134 with lip 136, which extends 
slightly beyond a corresponding magnet 138 to permit 
easier removal of advertising member 102 from the vehicle 
roof; that is, to define a space between the coated face of 
the magnet 138 and the roof, so that the force of the 
magnet may more easily be decoupled from the metal of 
the roof. ('100 patent, col. 3, lines 10-16). 

At paragraph 9 of his declaration, Mr. Nellessen asserts that the RB-80 magnet 
has been sold ''for use in a variety of industries including car top signs for the taxi cab 
industry, pizza delivery industry, driver education industry, and on top of emergency 
vehicle signs." However, Mr. Nellessen does not give the dates on which such uses 
were made, nor does Mr. Nellessen include any documents that establish that such 
uses for car top signs were prior to Applicant's filing date or his demonstrated 
conception date established in Exhibit 2. It is respectfully submitted that the Nellessen 
declaration falls far short of the contemporaneous written corroboration required under 
applicable case law, as discussed next. 

The requirement for written contemporaneous corroboration of oral testimony 
to a claim of invalidity arose out of a concern that witnesses giving oral testimony in 
patent infringement cases would be tempted to remember facts In a way which Is 
favorable to their position, or which results in the defeat of another's patent. 
Beginning with the Supreme Court's decision In the Barbed Wire Patent Case ^ and 


^143 U.S. 275 (1892). 
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extending through to recent decisions of the Court of Appeals for the Federal Circuit 
In Woodland Trust v. Flower Tree Nursery Inc.^ and Rnnican Coro. v. ITC^ . this 
requirement for written and contemporaneous corroboration of oral testimony alleging 
invalidity has withstood the test of time. In this case, the Nellessen declaration is 
devoid of anv written, contemporaneous documentation which establishes the 
allegations In Mr. Nellessen's declaration at paragraph 9; indeed, Mr. Nellessen does 
not even attempt to date when those alleged uses occurred. Accordingly, Applicant 
submits that the Nellessen declaration and Exhibit B thereto are not available as a 
teaching reference. 

III. SECONDARY CONSIDERATIONS ESTABLISH THE NON-OBVIOUSNESS OF 
APPUCANrS DESIGN 

The affidavit of Mrs. Sharon Elmer Is enclosed at Exhibit 5. Mrs. Elmer is the 
President of HTH, Inc., the exclusive licensee of the '100 patent. Mrs. Elmer's affidavit 
at paragraphs 3-8 demonstrates that HTH has enjoyed a significant commercial 
success from 1994 to date for the sign which is the subject of the claims at issue, with 
no significant changes in advertising expenditures. This evidence, either alone or 
taken together with the other evidence discussed in Section XXIII below, shows that 
there was a long felt need and a failure of others to design a safe magnetic sign which 
was easily attached and detached in a facile manner, and that significant commercial 
success has been realized by Applicant's licensee for the design disclosed and claimed 
in the '100 patent. The Court of Appeals for the Federal Circuit on a number of 

^148 F.3d 1368, 47 U.S.P.Q. 1363 (Fed. Cir. 1998). 
"180 F.3d 1354, 51 U.S.P.Q. 1001 (Fed. Cir. 1999). 
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occasions has confirmed that objective evidence of non-obviousness such as 
commercial success, long felt need and the failure of others are relevant even during 
ex parte prosecution. In re Rouffet . 149 F.3d, 1350, 1355, 47 U.S.P.Q. 2d 1453, 1458 
(Fed. Cir. 1998); In re Huang. 100 F.3d, 135, 40 U.S.P.Q. 2d 1685, 1689 (Fed. Cir. 
1996); and In re GPAC . Inc., 57 F.3d 1573, 35 U.S.P.Q. 2d 1116, 1121 (Fed. Cir. 
1995). 

IV. SUFFICIENCY OF THE REISSUE OATH /DECLARATION 

At page 2 of the Office Action, the Examiner rejects Claims 1-18 as being based 
upon a defective reissue declaration, pointing out that the nature of the defects Is set 
forth in the further discussion in the Office Action. Those further remarks are set out 
in the first full paragraph of page 12 of the Office Action, and indicates that the 
declaration is acceptable. 

Applicant's undersigned counsel appreciates the courtesy of the voice mail 
message left by Examiner Green on Monday afternoon June 30, 2003. The Examiner's 
suggestions regarding additional specificity are now understood, and accordingly a new 
reissue declaration is submitted with this amendment and response. 

V. THE EXAMINER'S REOUEST FOR EXPLANATION AS TO SUPPORT FOR 
NEW CLAIMS 7-18 

In the fourth paragraph on page 2 of the Office Action, the Examiner requests 
further explanation as to where in the disclosure of the patent there is support for new 
Claims 7-18. A more detailed analysis of that support is set out at Exhibit 6, which 
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includes a support statement for new Claims 19-25. Applicant respectfully submits 
that this analysis meets the Examiner's request. 

VI. REQUIREMENT FOR TENDER OF ORIGINAL PATENT GRANT 

At the bottom of page 2 of the Office Action, the Examiner points out that the 
original patent grant must be tendered before the reissue application can be allowed. 
Upon allowance of the claim and prior to the payment of an issue fee, Applicant will 
tender the original patent grant. 

VII. CORRECTIONS TO THE DRAWING 

At the top of page 3, the Examiner requires certain corrections to the drawings. 
These requirements are well taken, and copies of the first and second drawing sheets 
in the '100 patent are enclosed as Composite Exhibit 1 with red ink entries indicating 
the proposed drawing corrections to Figures lA and 3. The red Ink markup of the 
drawings which accompanies this response also corrects two minor problems with 
respect to Figure lA; first, the beveled head 132 of the fastener 128 was incorrectly 
represented in the issued patent. Second, the clearance between the edge of the 
outside of the dish-shaped housing 126 and the inside edge of the receptacle is 
incorrectly shown with too tight a tolerance (see copy of original Rgure lA in the 
application, appended as Exhibit 7). Third, new reference numeral 137 is added, to 
refer to the plastic coating. If the Examiner approves these corrections, formal 
corrected drawings will be obtained and filed. 
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VIII. OBJECTION TO SPECIFICATION AS TO ANTECEDENT BASIS 

In the second paragraph of page 3 of the Office Action, the Examiner sets out 
several concerns regarding antecedent basis for certain language In the claims. These 
are addressed below seriatim. 

A. "receptacle/receptacle means" 

The words ''receptacle" and "receptacles" were used in the original claims of 
application S.N. 08/074,598, e.g., Claims 2 and 4. It is of course well settled that the 
original claims form part of the specification. However, to the extent that the Examiner 
deems it appropriate, amendments can be made In Claims 1-18 to substitute the word 
"recess" for the word "receptacle" so long as the Examiner does not find that such 
constitutes the Insertion of new matter. 

B. "formed together" 

Applicant agrees that the phrase "formed together" is not used in the 
specification or original claims. If the Examiner is in agreement, the word "together" 
will be cancelled' from Claim 2. 

C. "non-metallic" 

The Examiner correctly notes that the specification describes the housing 134 
as metal, and not as "non-metallic" as recited in Claim 4. This observation is well 
taken, and appropriate amendment has been made in Claim 4. 

D. "dish-shaoed" 

The word "dish-shaped" was included in the original claim which became Claim 
3 in the '100 patent. To meet the Examiner's concerns, the specification has been 
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amended at column 3, lines 10-11 In the *100 patent to describe this element as "a 
coated, dish-shaped metal housing 134." 

E. ^receptacles surround all of the maonets" 

Applicant acknowledges that the word '^surround" Is not found In the original 
specification, including the original claims. However, it is quite clear from the drawing 
that the combined receptacles collectively surround all of the magnets. Accordingly, 
It is respectfully submitted that th6 original drawing provides support for that recitation 
in Claim 7. Claims 13 and 16 have been amended, and this language is no longer an 

issue as to these claims. 

F. "receptacles extend below the base" and "the receptacle extends below 
an adjacent side and an adjacent end" 

The Examiner's concerns regarding Claims 9, 10 and 11 are believed to be met 
by the above amendments to those claims. 

G. "a Plastic coating extends over the edoe of ea ch dish-shaoed housing" 
The original specification and drawings clearly Indicate that the plastic coating 

137 extends over the edge 136 of the receptacle 134. Applicant respectfully submits 
that there is sufficient support for this language in the original specification and 
drawings. 

H. "receptacle means extending below and around the base and surrounding 
all of the maonets" 

The Examiner's concerns regarding the words "and around" relative to the base 
In Claim 13 are well taken, and appropriate amendment has been made above to strike 
those words. As amended. Applicant submits that this claim has an antecedent basis 
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In the original specification and drawings. The amendment to Claim 13 also resolves 
the Examiner's concerns regarding the words "receptacle means". 

I. 'Veceptacle means extend below an adjacent side" and "the receptacle 
means extends below an adjacent end" 

The Examiner's concerns regarding Claims 14 and 15 are met by amendments 

made to those claims above. Applicant submits that these claims as amended are 

supported by the original specification and drawing. 

J. The language "maonet receptacle means comprise plural magnetic 
receptacles each surrounding at least one of the magnets" 

The Examiner's concerns regarding the language of Claim 16 are believed to be 
met by the above amendment to that claim. As amended, this claim is supported by 
Applicant's original specification and drawing. 

K. "the Plastic coating extends below a bottom surface of the maonet" 
An amendment has been made above to Claim 16 to meet the Examiner's 
concerns regarding the word "below," and to more carefully define that the plastic 
coating extends across the bottom surface of each magnet. Claim 17 as amended is 
supported by Applicant's original specification and drawing. 

L. "the supporting means includes at least on e maonet" 
Claim 18 has been amended to meet the Examiner's concerns; Claim 18 of 
course is directed to the supporting system described with reference to Figure 7. 

IX. INFORMALITIES IN THE DISCLOSURE 

In the paragraph beginning at the bottom of page 3 bridging page 4, the 
Examiner requests that Applicant indicate which single element numeral 134 is 
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directed to, and to add an additional numeral for the other element. This request is 
well taken, and appropriate amendment is made to the drawing and to the 
specification. Reference numeral 137 has now been added to the drawing to identify 
the coating, and column 4, lines 39-40 of the specification has been amended 
accordingly. 

X. OBJECTION TO CLAIM 5 

The Examiner objects to Claim 5 because of a misspelling; this objection is well 
taken and appropriate amendment has been made above. 

XI. REJECTION OF CLAIM 18 UNDER 3 5 U.S.C. S112 

Beginning at the second full paragraph on page 4 of the Office Action, the 
Examiner rejects Claim 18 under 35 U.S.C. §112 as to the use of the word "magnet". 
This rejection is well taken, and appropriate amendment has been made above to 
Claim 18 consistent with the Examiner's- observations. 

XII. REJECTION OF CLAIMS 4-6. 9-11 AND 13-16 U NDER 35 U.S.C. S112, 
SECOND PARAGRAPH 

Beginning at the fourth full paragraph on page 4 of the Office Action, the 
Examiner rejects Claims 4-6, 9-11 and 13-16 on the second paragraph of 35 U.S.C. 
§112, with the Examiner expressing concern for the deflniteness of the claimed subject 
matter. 
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A. As to Claim 4 

The Examiner's concerns regarding the term "non-metallic" is well taken, and 
is met by the above amendment to Claim 4. As to the Examiner's concerns regarding 
the elements which make up the fastening means and the elements which make up the 
pivotal means in Claims 4 and 5, the fastener 128 forms an element of both of those 
means, with other elements likewise contributing to both. For example, the molded 
extensions 113 and the metal sleeves 114 obviously form part of the fastening means, 
and the flexible sleeve forms a part of the pivotal means. It is submitted that there 
is nothing indefinite in relying upon an element to contribute to more than one function 
in a means-type claim. 

B. As to Claims 9-11 and 13-16 

These claims are amended above and it is believed that these amendments 
resolve the Examiner's concerns regarding definiteness. 

XIII. REJECTION OF CLAIMS 2 AND 3 UNDER 35 U.S.C. S103 ON EP '194 AND 
GEORGE '806 

At the bottom of page 5 of the Office Action, the Examiner rejects Claims 2 and 
3 under 35 U.S.C. §103 on the combination of the '194 European patent and the '805 
George patent. Respectfully, Claims 2 and 3 patentably distinguish over the 
combination of the '194 and '806 references for the following reasons. 

Applicant directs the Examiner's attention to the following affidavits which 
accompany this response: Applicant William A. Elmer with Attachments A-J (Exhibit 
8); Julian C. Renfro with Attachments A-D (Exhibit 9); and Paul J. Halyard, P.E. with 
Attachments A and B (Exhibit 10). 
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Attention is first drawn to the Renfro affidavit, Exiiibit 9. Mr. Renfro is a 
seasoned registered patent attorney, having been in corporate and private practice for 
49 years, during which time he has prosecuted nearly 1000 mechanical applications. 
(Exhibit 9, paragraphs 1 and 2). Mr. Renfro has analyzed the claims at issue In this 
matter and particularly the construction shown In the EP'194 reference. At paragraphs 
5-9 of his affidavit, Mr. Renfro discusses the disclosure contained In the EP '194 
reference, the English translation of which In Canadian Patent 2,041,396 was relied 
upon by him.= Pointing to a dictionary definition of the word "sleeve," Mr. Renfro finds 
that the construction of the magnet 112 and resilient cylinder 115 disclosed In the EP 
*194 reference does not at all suggest a "sleeve" as that term is used In Claims 2 and 
3. Mr. Renfro notes in paragraph 8 of his affidavit that the absence of a true "sleeve" 
construction in connection with the resilient member 115 results In the resilient 
member not having the capability of being placed under compression by the tightening 
of bolt 117. In contrast, the flexible sleeve recited In Claims 2 and 3 is capable of 
being placed in compression, as Indicated by the phantom lines in Figure lA of the '100 
patent. Mr. Renfro also notes at paragraph 10 of his affidavit that there is no 
suggestion that the construction in the EP '194 reference Is capable of permitting the 
magnet to pivot in order to conform to the shape of the vehicle roof. Mr. Renfro notes 
that the term "spatially movable at least in a restricted manner" does not at all suggest 
pivoting, since the common definitions of the word "spatial" do not remotely suggest 
such a pivoting action. 


^In his recent volcemail message. Examiner Green indicated that he is also 
relying upon the Canadian patent for an English translation. 
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In Applicant's affidavit at paragraphs 11 and 12, Applicant discusses having 
fabricated a rail, cylinder and magnet unit like that shown in Rgure 6 of the EP '194 
reference. Applicant found that the bottom magnets of the unit do not easily pivot 
about the center line of the magnet. 

Applicant respectfully submits, however, that the most telling evidence indicating 
that the flexible sleeve construction to achieve pivoting as recited In Claims 2 and 3 
would not have been obvious from the EP '194 reference is found in the affidavit of 
Paul J. Halyard, Exhibit 10. Mr. Halyard Is a Professional Engineer registered In the 
States of Florida, Alabama, Georgia and Colorado. He has 40 years of experience in 
a broad spectrum of the engineering sciences; when asked to evaluate whether the 
magnet assembly construction described In the '100 patent would have been obvious 
to a skilled mechanical practitioner from the disclosure in the Canadian patent, he 
states that such an evaluation is well within his background and experience (Exhibit 10, 
paragraphs 1 and 2). As part of his evaluation, l^r. Halyard also reviewed a November 
2000 test report performed on the magnet-mounted rooftop signs manufactured and 
sold by Applicant's exclusive licensee, HTH, Inc. A copy of that report is appended as 
Attachment B to Mr. Halyard's affidavit. 

After completing a review of these materials and evaluating the disclosure In the 
EP '194 reference as found in the '396 Canadian patent, Mr. Halyard reached the very 
definite conclusion that the magnet assembly construction disclosed in the '100 patent 
and recited In Claims 2 and 3 would not have been obvious to one of ordinary skill In 
the art. In that regard, Mr. Halyard stated four separate and independent reasons why 
the construction recited In Claims 2 and 3 would not have been obvious from the EP 
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'194 disclosure. First, Mr. Halyard discussed how the magnet 115-resllient cylinder 
112 construction In the EP '194 reference represents a potential highway safety 

hazard, observing that: 

This Is the case because the materials which are most 
likely to fail first in both of these constructions is the 
resilient cylinder 115 in the '396 patent and the flexible 
sleeve 130 in the '100 patent. Under the adverse weather, 
wind, ultra-violet radiation and other adverse conditions that 
these constructions will be subjected to, there is no doubt 
that these non-metallic materials-rubber in the case of the 
'396 patent and a plastic sleeve in the case of the '100 
patent— are much more likely to deteriorate than the metal 
or hard plastic parts. Upon failure of one of the resilient 
cylinders 115 in the design of the '396 patent, the sign will 
likely become unstable and fly off the vehicle causing a 
highway safety risk. In contrast, upon failure of the flexible 
sleeve 130 in the design of the '100 patent, the fastener 
128 which extends through the magnet, the sleeve and into 
the base will hold the magnet in place and avoid any 
highway safety risk. (Exhibit 10, paragraph 5). 

At the conclusion of paragraph 5 of his affidavit, Mr. Halyard states that the 
safety benefits achieved from Applicant's flexible sleeve-fastener combination recited 
in Claims 2 and 3 are not at all obvious from the disclosure In the '194 reference. 

In paragraphs 6 and 7 of his affidavit, Mr. Halyard also points out the use of a 
mold joint between the magnet 112 and the resilient member 115 in the '396 patent . 
is much more likely to fail than Applicant's flexible sleeve-fastener construction, and 
at paragraph 7 notes that there Is nothing in the written text of the '396 patent which 
suggests that the resilient member 115 permits the lower face of the magnet to be 
pivoted. Mr. Halyard observes that if the flexure capability of the resilient member 
115 is sufficient to permit pivoting of the magnet face, then the construction would not 
function well under wind-loading conditions. On the other hand, Mr. Halyard notes that 


23 


msSVE LITIGATIOIV 


if the rubber cylinder is provided with sufficient rigidity to avoid these difficulties under 
wind loading conditions, than it Is unlikely that the cylinder will have sufficient flexibility 
to permit pivoting of the face of the magnet. 

In paragraph 8 of his affidavit, Mr. Halyard states that if one assumes that 
pivoting of the magnet does take place, the pivot point is substantially above the 
magnet along the cylinder 115. In contrast, Mr. Halyard notes that the flexible sleeve- 
fastener construction utilized by Applicant and recited in Claims 2 and 3 permits the 
magnet to be mounted closer to the base of the sign with the pivot point at the outer 
extremity of the fastener, thereby reducing potential wind force hazards during use on 
a vehicle. 

In summary, it is respectfully submitted that the combined evidence established 
by these affidavits clearly demonstrate that the resilient cylinder 115 of the EP '194 
reference under no circumstances constitutes a "flexible sleeve" within the meaning 
of that language In Claim 2. Further, the construction shown in Figure 6 of the EP'194 
reference clearly and unequivocally does not constitute a construction that meets the 
limitations of Claim 3, with respect to "a fastener extending through each magnet, its 
flexible sleeve and into the base." 

The secondary George reference is relied upon at the top of page 6 of the Office 
Action as disclosing a sign having a base, ends and sides. However, George is entirely 
deficient with respect to the limitations of the EP *194 reference, as discussed above; 
George discloses an arrangement in which the sign is permanently attached to the 
vehicle roof. In contrast. Applicant's sign is specifically designed for quick attachment 
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and removal to the vehicle rooftop, while being retained on the roof safely during 
vehicle operation. 

For all of the above reasons. Applicant respectfully submits that original Claims 
2 and 3 patentably distinguish over the combination of the EP ^194 and George 
references. 

XIV REJECTION QF CLAIMS 1, 4-11 AND 13 -17 UNDER 35 U.S.C. gl03 ON 
THE EP ^194. GEORGE, PODOLOFF AND WAGNE R REFERENCES 

A. Claim 1 

Beginning at the first full paragraph on page 6 of the Office Action, the Examiner 
sets out a rejection of Claims 1, 4-11 and 13-17 on the combination of the EP ^194, 
George, Podoloff and Wagner references. These rejections are respectfully traversed 
for the reasons set out next. 

With respect to Claim 1, attention is drawn to paragraphs 12-16 of Mr . Renfro's 
affidavit, Exhibit 9. Mr. Renfro first notes at paragraph 12 that there is no suggestion 
for combining the four references to reach the combination of Claim 1, but even if 
there was a suggestion the result would not meet the language of Claim 1. At 
paragraph 13, Mr. Renfro addresses the reliance on column 4, lines 25-40 of the EP 
*194 reference for the idea of fixing the magnets to the base without the rails. Mr. 
Renfro identified the referenced portion in the corresponding Canadian '396 patent, 
appended as Attachment D to his affidavit. He carefully examined the two paragraphs 
under the chart of measurements, and then quoted the language which the Office 
Action appears to be relying upon at the end of paragraph 13 of his affidavit (Exhibit 
9, middle of page 6). At paragraphs 14 and 15, Mr. Renfro observes that there is no 
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suggestion at all that attaching permanent magnets directly to the base would result 
in a construction that achieves the element of Claim 1 recited next: 

means for pivotally attaching each magnet to the 
base so that each magnet can pivot and adjust to 
differences in slope along a vehicle metal panel to which the 
advertising sign may be attached. 

Indeed, Mr. Renfro notes that to the extent the magnets 112 are attached 
directly to the base without an intervening resilient member 115, that arrangement 
would dearly not achieve the above-quoted element of Claim 1, in which the pivotal 
attachment is emphasized. 

In paragraph 16 of his affidavit, Mr. Renfro deals with the possible alternative- 
that is, with the cylindrical member 115 attached directly to the sign box in the EP 
'194 reference. Mr. Renfro notes that a careful review of the Canadian corollary and 
the associated drawings are entirely devoid of any teaching as to how that would be 
achieved. 

The secondary George, Podoloff and Wagner references are all devoid of any 
teaching which overcomes the deficiencies in the EP '194 reference. Further, Applicant 
respectfully submits that any suggestion for combining these references is only found 
In Applicant's disclosure and not within the four corners of the combined teachings of 
those references. 

B. Claims 4-6 

At paragraphs 17-19 of his affidavit at Exhibit 9, Mr. Renfro addresses the issues 
with respect to Claims 4-6. With respect to Claim 4, he notes that the Podolofi^ 
references discloses a resiliently deformable sleeve which surrounds and fits uniformly 
underneath the magnet, as shown in Figure 2 of that reference. Mr. Renfro observes 
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that in such an arrangement, an edge extending below the magnet is not defined, and 
that this language therefore patentably distinguishes over the combination of 
references relied upon In rejecting Claim 4. As to Claims 5 and 6, none of the 
secondary references overcome the deficiencies of the EP '194 reference as discussed 
above, relative to the pivotal adjustment, flexible sleeve and fastener language in 
Claims 5 and 6. 

Accordingly, Applicant submits that Claims 4-6 patentably distinguish over the 
references applied in rejecting those claims. 

C. Claims 7-11 

Claim 7 depends upon Claim 1 and Claims 8-11 all depend upon Claim 1 through 
intermediate dependent claims. Applicant respectfully submits that these claims 
patentably distinguish over the applied art for the reasons discussed above with 
reference to Claim 1. 

D. Claims 13-17 

Claims 13 and 17 depend upon and further limit Claim 2. Claims 14-16 depend 
upon Claim 13, and thus upon independent Claim 2. The deficiencies of the EP '194 
reference in relation to Claim 2 have been discussed in detail above in Section XIII, 
and Applicant submits that Claims 13 -17 therefore patentably distinguish over the 
combination of references used in rejecting Claims 13-17 for the same reasons. 

XV REJECTION OF CLAIM 18 UNDER 35 U.S.C. S1 03 ON THE EP '194, 
fiEQRGE. POPOLOFF. WAGNER AND NELLESSEN RE FERENCES 

Beginning at the first full paragraph on page 7, the Examiner rejects Claim 18 

on the combination of the EP '194, George, Podoloff and Wagner patents taken 
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together with the discussion of "l^agnetic Bases" as discussed in the deciaration of 
John Nellessen. This rejection is respectfully traversed for the following reasons. 

First, as discussed above in section XVI, the Nellessen declaration is woefully 
deficient in establishing a date on which the RB-80 magnets were first used on car 
signage. Accordingly, the Nellessen declaration is not a teaching reference. 

Preliminarily, Applicant notes that Claim 18 has been amended to meet the 
Examiner's deflniteness concerns as discussed above, and now specifically recites the 
storage arrangement described in the specification and shown in Figure 7. Applicant 
submits that none of the applied references teach this arrangement, and that Claim 18 
therefore patentably distinguishes over the applied references. 

XVI REJECTION OF CLAIMS 1 AND 4-17 U NDER 35 U.S.C. gl03 ON THE 
■ COMBINATION OF THE BP 194. GEORGE. AUTOANGLE AND WAGNER 
REFERENCES 

At the bottom of page 7, the Examiner rejects Claims 1 and 4-17 on the 
combination of the EP'194, George and Wagner patents, when taken together with the 
photograph of the "AutoAngle with magnets" allegedly disclosed in the Tracy Cassel 
declaration at paragraphs 6-12. This rejection Is respectfully traversed for the 
following reasons. 

At Section I above, Applicant demonstrated that the Tracy Cassel declaration at 
paragraphs 6-12 does not establish that the "AutoAng|e" sign discussed at paragraphs 
6-12 was ever sold with magnets at any time prior to Applicant's filing date. Further, 
as is shown by the photocopy of Applicant's previous declaration at Exhibit 2, Applicant 
conceived, of and reduced to practice the subject matter disclosed and claimed in the 


28 


^ISSUE UTIGATION 


'100 patent well prior to March 1993, when Mr. Cassel's company allegedly advertised 
the "AutoAngle sign with magnets." Accordingly, the Pizza Today advertisement 
referred to in this rejection Is not available as a teaching prior art reference. 

The deficiencies of the EP '194 reference have been discussed in detail above In 
Sections XIII and XIV, and will not be repeated here. Again, Applicant respectfully 
submits that Claims 1 and 4-17 patentably distinguish over the applied reference, 
especially when the ''AutoAngle" reference is withdrawn. 

XVII. REJECTION OF CLAIM 18 UNDER 35 U.S.C. gl03 ON THE EP '19 4, 
fiEQRGE. AUTOANGLE. WAGNER AND NELLE SSEN REFERENCES 

At the bottom of page 8 of the Office Action, the Examiner rejects Claim 18 on 

the combination of the EP '194, George and Wagner patents, talcen together with the 

"AutoAngie with magnets" allegedly disclosed In the Tracy Cassel declaration at 

paragraphs 6-12, and further In view of the "Magnetic Bases" disclosed in the 

declaration of John Nellessen. These rejections are respectfully traversed for the 

reasons set out below. 

As discussed at Section I above, Tracy Cassel declaration at paragraphs 6-12 
does not establish that the "AutoArigle" sign discussed at paragraphs 6-12 was ever 
sold with magnets of any type at any time prior to 1994. 

Additionally, Applicant points to the analysis set out in Section XV above with 
respect to Claim 18, and submits that this claim patentably distinguishes over the 
applied references. 

Second: as discussed above in Section II, the Nellessen declaration Is woefully 
deficient with respect to written contemporaneous evidence. 
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XYIII. RgJECTION OF CLAIMS 1. 4-11. 13-16 A ND 18 UNDER 35 U.S.C. gl03 
niSI THE EP ^194. GEORGE. NELLESSEN AND WAGNER REFERENCES 

At the top of page 9, the Examiner rejects Claims 1, 4-11, 13-16 and 18 on the 
combination of the EP'194, George and Wagner patents, when talcen together with the 
discussion regarding "Magnetic Bases" In the declaration of John Nellessen. These 
rejections are respectfully traversed for the reasons set out below. 

Preliminarily as to all of the claims to which this rejection is applied. Applicant 
refers to the discussion in Section II above and points out that the Nellessen reference 
simply is Inadequate as prior art evidence. With that In mind, there still is insufficient 
teachings In this combination to meet the language of the claims at issue. 

The deficiencies of the EP *194 reference are discussed in detail In Sections XIII 
and XIV, and will not be repeated here. The newly added Nellessen reference does not 
overcome these deficiencies. Accordingly, Applicant submits that Claims 1, 4-11, IS- 
IS and 18 patentably distinguish over the applied references with regard to Claims 1, 
4-11, 13-16 and 18. 

XIX. REJECTION OF CLAIM 12 UNDER 35 U.S.C. 6103 ON THE EP ^194, 
GEORGE. NELLESSEN AND PODOLOFF REFERENCES 

At the top of page 10 of the Office Action, the Examiner rejects Claim 12 on the 

combination of the EP '194, George, Wagner and Podoloff patents, when taken 

together with the Nellessen declaration. This rejection is respectfully traversed for the 

reasons set out next. 

The deficiencies of the Nellessen and EP '194 references are discussed in detail 
above in Sections II, XIII and XIV and therefore will not be repeated here. The 
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Examiner also relies upon the Podoloff reference to modify the construction of EP 
patent '194 to attach a layer over the housing, in order to protect the surface upon 
which the sign Is attached from damage. I.e., scratching. Respectfully, however, the 
overlying plastic layer of Applicant's invention as recited In Claim 12 does significantly 
more than protect the surface of the sign from scratching. In Applicant's arrangement, 
the protective coating 137 also overlies the edge 136, thereby continuing to define a 
dimension between the bottom of the magnet 138 and the edge 136, as is described 
at column 3, lines 10-16 of the '100 patent. Such an arrangement Is not at all 
suggested by the Podoloff reference, which discloses a deformable element 14 
surrounding and fitting uniformly underneath the magnet. Since Claim 12 specifically 
recites that the plastic coating extends "over the edge of each dish-shaped housing," 
this language clearly is not met by the Podoloff reference. 

XX. REJECTION OF CLAIMS 2. 3 AND 17 UNDER 3 5 U.S.C. S103 ON THE 
AUTOANGLE AND GEORGE REFERENCES 

At the bottom of page 10 of the Office Action, the Examiner rejects Claims 2, 3 
and 17 on the combination of the AutoAngle reference together with the George 
patent. This rejection is respectfully traversed for the reasons set out next. 

In Section I above, Applicant carefully points out why the so called "AutoAngle 
sign with magnets" is not a prior art reference. Accordingly, upon removal of this 
"AutoAngle" sign as the principal reference, it is submitted that Claims 2, 3 and 17 
patentably distinguish over the remaining George reference. 
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XXI. PFlgCTION OF CLAIMS 1 A ND d-17 UNDER 35 U.S.C. ^103 ON THE 
AIITQANGLE. GEO Pgg AND WAGNER 

At the top of page 11 of the Office Action, the Examiner rejects Claims 1 and 4- 
17 on the combination of the AutoAngle reference tal<en together with the George and 
Wagner patents. This rejection is respectfully traversed for the following reasons. 

Again, Applicant notes that the so called "AutoAngle sign with magnets" is not 
a teaching reference, and upon removal of that principal reference Claims 1 and 4-17 
patentably (^stinguish over the remaining secondary references. 

XXII REJECTION OF CLAIM 18 UNDER 35 U.S .C. S103 ON THE COMBINATION 
' OF THE AUTOANGLE. GEORGE, WAGNER AND NELLESSEN REFERENCES 

In the middle of page 11, the Examiner sets out a rejection of Claim 18 on the 
combination of the AutoAngle and Nellessen references, talcen together with the 
George and Wagner patents. This rejection is respectfully traversed based upon the 
following. 

For the reasons stated above at length, the principal AutoAngle reference and 
the secondary Nellessen reference are not available as prior art, and Claim 18 
patentably distinguishes over the remaining secondary references. 

XXIII. THE OVERALL OBJECTIVE EVIDENCE OF NON-OBVIOUSNESS 

Applicant submits that substantial evidence of non-obviousness has been 
presented in the commercial success information contained in the affidavit of Mrs. 
Sharon Elmer, Exhibit 5. Additionally, the combined evidence contained in the Cassel 
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and Nellessen declarations together with the Lynch, Elmer, Halyard affidavits also 
establish the non-obviousness of critical elements recited in new Claims 19-25. 

The Auto Sox answer to interrogatory No. 10 (Exhibit 3) establishes that Auto 
Sox came out with its first magnetic sign in 1994. This is confirmed in Mr. Lynch's 
affidavit. Exhibit 4, at paragraph 13. The sign in question was a two-sided "Arrow 
Magnet" sign shown in Composite Exhibits H to Mr. Lynch's affidavit. Significantly, at 
the end of paragraph 13 of his affidavit, Mr. Lynch notes that Auto Sox withdrew this 
"Arrow Magnet" sign from the marketplace shortly after Its introduction. 

While the Cassel declaration does not provide any enlightenment as to the 
reasons why this "Arrow Magnet" sign was withdrawn from the marketplace. 
Applicant's affidavit does. In his affidavit at Exhibit 8, paragraphs 4 and 8, Mr. Elmer 
relates how he attempted to fit magnets at the front and rear ends of the so called 
"Window Wing" sign body^ and even experimented with the use of additional magnets 
fitted at intermediate outriggers extending outwardly from the sides of the sign with 
magnets attached to the outriggers. The sign proved to be unstable at higher vehicle 
speeds. Accordingly, an inference can be drawn that the Auto Sox "Arrow Magnet" 
sign Introduced In 1994 and shortly withdrawn from the marketplace after Its 
introduction must have experienced similar technical difficulties. 

Mr. Lynch's affidavit at paragraph 17 also acknowledges that in October 1996, 
Auto Sox introduced for the first time its "AutoAngle" sign with a rooftop magnet 
capability. At paragraph 19 of his affidavit, Mr. Lynch notes that this triangular-rooftop 


®The "Window Wing" sign body has a two-sided shape similar to the Auto Sox 
"Arrow Magnet"; compare the sign shown in Attachment C to Mr. Elmer's affidavit 
with the "Arrow Magnet" shown in Exhibit H attached to Mr. Lynch's afildavit. 


33 


KEftuE LITIGATIOIV 

magnetic sign was advertised by Auto Sox in the January-April 1997 issues of Pjzza 
Today magazine. However, the Auto Sox advertisements for the ensuing 12 months 
in Pizza Today magazine--that is, from May 1997 through April 1998--are devoid of any 
discussion of a magne t rooftop capability of any sign, Including the so called 
^AutoAngle" sign; Lynch affidavit, paragraph 20. At the end of that paragraph 
(paragraph 20), Mr. Lynch notes that the failure of Auto Sox to advertise a magnetic 
rooftop sign for that entire one-year period is consistent with his recollection of rumors 
In the industry that Auto Sox was having trouble with the three-sided, magnet- 
mounted rooftop signs. 

While Mr. Cassel's declaration also does not provide any enlightenment with 
respect to the success of the three-sjded, magnet-mounted rooftop sign, Mr. Elmer's 
affidavit does so. At paragraphs 3 and 7 of his affidavit at Exhibit 8, Mr. Elmer 
discusses his experiments with the triangular-shaped sign shown In his U.S. Patent 
4,667,428 with a magnet capability (the '428 patent is Attachment A to Mr. Elmer's 
affidavit). He explains that the arrangement was not stable at higher vehicular speeds, 
and that two additional intermediate magnets were required. At paragraphs 5 and 9 
of his affidavit, Mr. Elmer also explained his attempts to attach a single front magnet 
and two rear magnets on the sign body disclosed In his design patent D327,333 
(Attachment E to his affidavit); he also found that such an arrangement was unstable 
at higher vehicular speeds and therefore unsatisfactory. 

Whatever success or lack thereof that was experienced by Auto Sox in 
connection with its "Arrow Magnet" and "AutoAngle" magnetic rooftop signs, it Is quite 
clear that Auto Sox has now adopted a magnetic rooftop sign having a rectangular 
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base using four spaced, recessed magnets at the corners of the rectangular base; see 
paragraph 21 of the Lynch affidavit, Exhibit 4 and Exhibit Q attached thereto. 

In his affidavit at Exhibit 10, paragraph 9, Mr. Halyard refers to the test results 
of Attachment B to his affidavit. Those test results were prepared in November 2000 
by R.&L. Engineering of Albany, Georgia, in order to determine the conditions under 
which the HTH sign made according to the *100 patent would become separated from 
the vehicle to which it is attached. In the conclusion to that test, the testing company 
found that the sign made according to Applicant's design (and which is specifically 
recited In Claims 19-25) would not separate from the vehicle roof even at speeds in 
excess of 80 miles an hour as to one design made for Dominos Pizza, and at 75 miles 
an hour for another, related sign. Based upon this testing and his own evaluation, I^r. 
Halyard concluded that the good wind-loading capabilities of the HTH sign made 
according to the '100 patent are achieved in large measure because of the low profile 
of the magnet assemblies in that construction. I^r. Halyard observed that this low 
profile is obtained by both (a) the flexible sleeve-fastener arrangement, and (b) the 
extension of adjacent portions of the sides and ends of the signs around the magnet 
assemblies. 

New Claims 7-11, 13-17 and 19-25 emphasize these characteristics which 
enable Applicant's design to achieve this low-profile construction. Further, Claims 19- 
25 emphasize the unitary construction of Applicant's base in connection with that low- 
profile characteristic. Since all of these new claims depend upon original patent Claims 
1, 2 or 3, Applicant respectfully submits that these new claims patentably distinguish 
over the prior art of record. 
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WTV. SUMMARY AND CONCLUSION 

Applicant has diligently responded to each and every issue raised in the 
Examiner's Office Action within the shortened one-month time period for response. It 
is now believed that this application Is in a condition for allowance, and passage to 
issue Is therefore respectfully solicited. 

If the further prosecution of this application can be facilitated through a 
telephone interview between the Examiner and the undersigned, the Examiner is 
respectfully requested to telephone the undersigned at the Examiner's convenience. 
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